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Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on April 
19, 2006 has been entered. 

Response to Amendment 

2. The amendment filed on April 19, 2006 has been fully 
considered but are not persuasive. 

• Claims 1-5 and 7-14 are presented for examination. 

Response to Arguments 

3. As to Applicant's argument that Tornabene "neither teaches 
nor suggests highligthed file name extraction means for 
extracting f ile names that can. be .registered .as .highlighted 
files from chat character strings inputted by a user within a 
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channel" or 'highlighted file resgistration determination means 
for determining whether or not a file corresponding to an 
extracted file name is to be registered as a highlighted file" 
(page 13 of the remarks) . Examiner notes that Tornabene et 
teach selecting screen name of member to be invited to register 
for alerts by using mouse clicking (f 0080-0085) , and also 
notifying said server of registration information for said 
highlighted file ^'In one implementation, the current member 702a 
presents a user interface to a subscriber for inputting a screen 
name or e-mail address associated with the prospective member 
7 02b* In another implementation, the current member 7 02a sends 
an invitation when the right button of a computer mouse is 
clicked while pointing to a screen name associated with a 
prospective member 7 02b. ... the invitation includes a hyperlink 
to facilitate joining the group, a personal welcoming message, 
and/or a list of current group members. When the hyper-link 
contained in the invitation is clicked, the prospective member 
720b sends an affirmative confirmation message indicating the 
prospective member's desire to join the group and links to the 
group web site." (50080-0085). 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C, 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention thereof 
by the applicant for patent, or on an international application by another 
who has fulfilled the requirements of paragraphs (1), (2), and (4) of 
section 371(c) of this title before the invention thereof by the applicant 
for patent. 

The changes made to 35 U.S.C. 102(e) by the American 
Inventors Protection Act of 1999 (AIPA) and the Intellectual 
Property and High Technology Technical Amendments Act of 2002 do 
not apply when the reference is a U.S. patent resulting directly 
or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

4. Claims 1-5 and 7-14 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Tornabene et al U.S. PUB. No. 
(20020023132) . 
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As claims 1,8-10, Tornabene et al teach a shared information 
processing system (fig. 1 and abstract) comprising 

a client including highlighted file registration means for 
accepting from a user a request for registration of a 
highlighted file (automatically updated services provided to 
current members of the group (registered subscribers) include, 
providing a private group website, a list of current group 
members, a shared buddy list, shared member profiles, a private 
on-line forum for group members to chat with one another, a 
shared list of favorite sites, a shared photo gallery, and/or 
any other type of shared data files (i 0084 and 1 0091. See also 
2 0057-0058 and 1 0030 and 0070) and performing registration of 
only a file name on a highlighted file list (selecting screen 
name of member to be invited to register for alerts by using 
mouse clicking 5 0080-0085) , and also notifying said server of 
registration information for said highlighted file 1 0059-0060 
and 5 0080-0085) ; 

highlighted file management means for acquiring information 
pertaining to said highlighted file through said server and 
managing the same (5 0059-0062 and 1 0080-0085) ; and 

highlighted file status display means for displaying 
information pertaining to said highlighted file (A list of 
current group members may be displayed on the website or 
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accessed by a hyperlink. The list also may indicate the online 
status of each group member i 0080-0085) ; and 

said server comprising highlighted file table management 
means for managing highlighted file names registered to said 
each client using registration information about which 
notification has been given by the highlighted file registration 
means of said client (5 0059-0062 and 5 0080-0085 and f 0091); 
and 

highlighted file information notification means for 
acquiring information pertaining to a highlighted file managed 
by the highlighted file table management means (subscriber's 
profile data include, subscriber's buddy list, alert preferences 
requested by the subscriber, designated stocks and identified 
interests, 1 0063-0064 and 1 0080-0086) ; and 

giving notification thereof to the client where the 
highlighted file is registered (alerts and notification 
messages and are sent to group members displayed on the list 5 
0059-0064 ,5 0077 and 1 0083, see also i 0096); 

wherein highlighted file names indicate locations where the 
files are stored (hyperlinks and home pages indicate the 
location where files/documents are store 5 0078-0082 5 0084-0087 
and 0091), and wherein a plurality of users (chat group 
members/users 5 0030 and 0058) can communicate simultaneously by 
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the sharing channel set up on a network by a server and clients 
interconnected over said network (figs 2-3, login server 470 may 
implement one or more authorization procedures to enable 
simultaneous access to the OSP host complex 480 and the IM host 
complex 490, 1 0046 and 0056. See fig. 2 and 4), and notify 
other clients of a chat character string inputted by a user 
through a client (alerts and notification messages and are sent 
to group members 1 0059-0064, f 0077 and 1 0083) . 

As claim 2, Tornabene et al teach the shared information 
processing system according to claim 1, wherein said highlighted 
file information notification means acquires basic information 
such as where said highlighted file is stored 1 0063-0064 and 1 
0091-0092), and notifies said client thereof (1 0059-0064, 5 
0077 and 1 0083. see also 1 0096). 

As claim 3, Tornabene et al teach the shared information 
processing system according to claim 1, wherein said highlighted 
file information notification means acquires update information 
such as when and by whom said highlighted file was updated, and 
notifies said client thereof (5 0059-0064, 1 0077 and f 0083- 
0084. see also 1 0096) . 
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As claim 4, Tornabene et al teach the shared information 
processing system according to claim 1, wherein said server 
further comprises user information management means for 
acquiring user information about a user that has registered said 
highlighted file at said client, and notifies the administrator 
of said highlighted file of statistical information based on 
said user information (5 0063-0064 and I 0072) , 

As claim 5, Tornabene et al teach a shared information 
processing system comprising: 

a server including highlighted file table management means 
for managing for managing highlighted file names registered to 
said each client using registration information about which 
notification has been given by the highlighted file registration 
means of said client (i 0059-0062; f 0063-0064 and f 0080-0086 
and 2 0091) and for managing the correspondence between a 
channel and a highlighted file related to that channel (5 0047- 
0048 and 5 0057-0059); and 

update information notification means for acquiring update 
information for said channel and updating information pertaining 
to the corresponding highlighted file, acquiring update 
information for said highlighted file and updating information 
pertaining to the corresponding channel , and notifying each 
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client of the update information (subscriber's profile data 
include, subscriber's buddy list, alert preferences requested by 
the subscriber, designated stocks, identified interests, and 
geographic location. 5 0063-0064 and 1 0080-0086); and 

said client comprising highlighted file management means 
for acquiring information pertaining to a highlighted file 
related to said channel through the server and managing the same 
(1 0059-0062 and 1 0080-0085 and 1 0091-0096); and 

highlighted file status display means for displaying 
information pertaining to said highlighted file (A list of 
current group members may be displayed on the website or 
accessed by a hyperlink. The list also may indicate the online 
status of each group member 2 0078 and 2 0080-0085), 

wherein highlighted file names indicate locations where the 
files are stored (hyperlinks and home pages indicate the 
location where files/documents are store 1 0078-0082 I 0084-0087 
and 0091), and wherein a plurality of users (chat group 
members/users 1 0030 and 0058) can communicate simultaneously by 
the sharing channel set up on a network by a server and clients 
interconnected over said network (figs 2-3, login server 470 may 
implement one or more authorization procedures to enable 
simultaneous access to the OSP host complex 4 80 and the IM host 
complex 490, 5 0046 and 0056. See fig. 2 and 4), and notify 
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other clients of a chat character string inputted by a user 
through a client (alerts and notification messages and are sent 
to group members 1 0059-0064, f 0077 and 1 0083) . 

As claim 1, Tornabene et al teach the shared information 
processing system wherein a plurality of users can communicate 
simultaneously by the sharing of one of virtual chat rooms 
(hereinafter "channel") set up on a network by a server and 
clients interconnected over said network, and the notifying of 
other clients of a chat character string inputted by a user 
through one said client, said client comprising highlighted file 
name extraction means for extracting file names that can be 
registered as highlighted files from a chat character string 
inputted by a user within a channel (I 0048 and ,5 0070. See 
also 1 0059-0064, 5 0077 and i 0083); 

highlighted file registration determination means for 
determining whether or not a file corresponding to an extracted 
file name is to be registered as a highlighted file (2 0048 and 
f 0070. See also f 0059-0064, 1 0077 and 1 0083); 

highlighted file registration means for registering a 
highlighted file as related to a corresponding virtual chat room 
when the highlighted file registration determination means 
determines that a highlighted file is to be registered, and 
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notifying said server of registration information for said 
highlighted file (automatically updated services provided to 
current members of the group (registered subscribers) include, 
providing a private group website, a list of current group 
members, a shared buddy list, shared member profiles, a private 
on-line forum for group members to chat with one another, a 
shared list of favorite sites, a shared photo gallery, and/or 
any other type of shared data files (I 0084 and 1 0091. See also 
5 0057-0058 and 5 0030 and 0070); 

highlighted file management means for acquiring information 
pertaining to said highlighted file through said server and 
managing the same (5 0059-0062 and 1 0080-0085); and 

highlighted file status display means for displaying 
information pertaining to said highlighted file; and 

said server including highlighted file table management 
means for managing highlighted file names registered to said 
client using the registration information about which 
notification has been given by the highlighted file registration 
means of said client (2 0078 and 1 0080-0085) ; and 

highlighted file information notification means for 
acquiring information pertaining to a highlighted file managed 
by said highlighted file table management means, and giving 
notification thereof to the channel or the client where said 
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highlighted file is registered (1 0057-0062 and 1 0080-0085 and 
1 0091. See 1 0047-0048) , 

wherein a plurality of users (chat group members/users 1 
0030 and 0058) can communicate simultaneously by the sharing 
channel set up on a network by a server and clients 
interconnected over said network (figs 2-3, login server 470 may 
implement one or more authorization procedures to enable 
simultaneous access to the OSP host complex 480 and the IM host 
complex 490, f 0046 and 0056. See fig. 2 and 4), and notify 
other clients of a chat character string inputted by a user 
through a client (alerts and notification messages and are sent 
to group members 1 0059-0064, 1 0077 and 1 0083) . 
As per claims 11-14, these claims have similar limitations as 

As per claims 11-14, these claims include similar limitations as 
1, 5 and 7, therefore, they are rejected with the same 
rationale. See claims 1, 5 and 7. 

Allowable Subject Matter 

5. Claim 6 is objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any 
intervening claims. 
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Conclusion 

6. The prior made of record and not relied upon is considered 
pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Yasin 
Barqadle whose telephone number is 571-272-3 94 7. The examiner 
can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Glenn Burgess can be 
reached on 571-272-3949. The fax phone numbers for the 
organization where this application or proceeding is assigned are 
703-872-9306 for regular communications and 703-746-7238 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the 
receptionist whose telephone number is 703-305-3900. 

Information regarding the status of an application may be 
obtained form the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be 
obtained from either private PAIR or public PAIR system. Status 
information for unpublished applications is available through 
private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-f ree)^^,^ ^^^^^^ 

SUPERVISORY PATENT EXAMINER 
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